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     IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 
Opposition No.: 91212024 
 
In the Matter of Application  
Serial No. 85/551,808  
 
For the mark: “S.O.B.” 
 
Filed on: February 24, 2012 
 
Published in the Official Gazette on:  
July 23, 2013 
 

 

REPUBLIC TECHNOLOGIES (NA), LLC 

  Opposer, 

           v. 

BROOKS ENTERTAINMENT, INC. 

  Applicant. 

 

 
 
 
 
 
 
 
 
 
 
 
 
          Opposition No. 91212024 

  
 

APPLICANT’S RESPONSE TO  

OPPOSER’S MOTION FOR SUMMARY JUDGMENT 

 

Brooks Entertainment, Inc. (Applicant”) hereby responds to Opposer’s Motion for 

Summary Judgment filed on June 12, 2014 with this Trademark Trial and Appeal Board 

(“Board”).  

Opposer is not entitled to judgment as a matter of law based on a void ab initio 

theory because: (1) there is a genuine dispute of material fact as to whether Applicant has 

met the requirements of the § 1(a) filing basis through its use in commerce of the S.O.B. 

mark in connection with cigars prior to filing its United States trademark application, (2) 
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there is a genuine dispute of material fact as to whether Applicant has met the 

requirements of the § 44(e) filing basis through its use in commerce of the S.O.B. mark in 

connection with cigars in the Dominican Republic prior to filing its United States 

trademark application, and (3) there is a genuine dispute of material fact as to whether 

Applicant’s failure to meet one or both of the foregoing criteria is irreparable. In light of 

the foregoing, Opposer’s Motion For Summary Judgment (“MSJ”) must be denied.  

I. INTRODUCTION 

Applicant is an active California corporation that has been in business since July 

2002. In 2011, Applicant began selling cigars under the brand name “S.O.B.”, which also 

encompassed a design (the “Mark”), to businesses located in the Dominican Republic and 

in the United States. Applicant’s startup cigar business has been slowly, but consistently, 

growing over the years and the S.O.B brand has gained recognition in the industry. The 

sales over the first few years have not been significant or well documented. In many 

instances, Applicant has engaged in consignment or cash-on-delivery arrangements to 

create awareness in the market, but Applicant has in fact sold S.O.B. brand cigars as early 

as 2011. To protect the Mark, Applicant, thorough its legal counsel, applied for a 

trademark registration with the Dominican Republic Trademark Office on November 16, 

2011, and secured a trademark registration on February 15, 2012. Applicant then filed a 

word/design trademark application with the United States Patent and Trademark Office 

(“USPTO”) on February 24, 2012 in International Class 034 (“U.S. Trademark 

Application”), based on: (1) its use of the Mark in interstate commerce in connection 

with the sale of S.O.B. brand cigars within the United States, claiming a filing basis 
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pursuant to §1(a) of the Lanham Act, and (2) based on its prior registration of the Mark 

with the Dominican Republic, pursuant to §44(e).  

The U.S. Trademark Application described the Mark as: “The mark consists of a 

circular design with floral design around the inside and a crown at the top, a circular 

opening at the center with tobacco leaves in the background and a crown above the 

leaves, and the text “S.O.B.” written on a banner across the lower front.” The U.S. 

Trademark Application narrowly described the International Class 34 goods as simply, 

“Cigars”. The U.S. Trademark Application was published on July 23, 2013 in the Official 

Gazette. Opposer filed a Notice of Opposition to commence this opposition proceeding 

on August 14, 2013, claiming that its trademark registration in International Class 034 for 

the sale of “Cigarette tubes; injector machines for filling cigarette tubes and machines 

for rolling cigarettes, all such machines being for personal use; filter tips for cigarettes” 

somehow also encompasses “cigars”, despite the fact that cigars is not part of the 

registered description of goods. Opposer claims that its registration covers all “smoker’s 

articles”, and that Applicant’s trademark is likely to cause confusion with Opposer’s 

registered marks. To date, Applicant has provided Opposer with initial disclosures, 

interrogatories, admissions, and documents during the discovery phase of the proceeding, 

showing that Applicant has, in fact, sold S.O.B. brand cigars as early as 2011. Opposer 

disputes Applicant’s information and documents, and filed this MSJ on June 12, 2014, 

not on the claims that were in its initial pleading, but based solely on new grounds that 

allege fraud, particularly, that Applicant did not engage in any sales when Applicant 

submitted its U.S. Trademark Application. There is undoubtedly a genuine dispute as to 

whether Applicant sold S.O.B. brand cigars, so this MSJ must be denied. 
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II. STATEMENT OF LAW AND ARGUMENT 

 

A. Legal Standard For Summary Judgment  

Summary judgment is proper only where "there is no genuine dispute as to any 

material fact and the movant is entitled to judgment as a matter of law." Fed. R. Civ. P. 

56(a). In resolving Petitioner’s motion, the Board must consider all facts and their logical 

inferences in the light most favorable" to the non-moving party. Anderson v. Liberty 

Lobby, Inc., 477 U.S. 242, 255 (1986) (“The evidence of the nonmovant is to be believed, 

and all justifiable inferences are to be drawn in his favor”). The Board may not resolve 

issues of material fact; it may only ascertain whether a genuine dispute regarding a 

material fact exists. See Lloyd’s Food Products, Inc. v. Eli’s, Inc., 987 F.2d 766, 766, 25  

USPQ2d 2027, 2029 (Fed. Cir. 1993); Old Tyme Foods, Inc. v. Roundy’s, Inc., 961 F.2d 

200, 22 USPQ2d 1542, 1544 (Fed. Cir. 1992). 

 

B. A Genuine Dispute As To A Material Fact Exists 

 

i. A Genuine Dispute Exists As To Whether Applicant Satisfied The 

Filing Basis Stated In The U.S. Trademark Application  

Opposer alleges that it is an undisputed fact that Applicant cannot support the § 

1(a) and § 44(e) filing basis for the U.S. Trademark Application, and that this is a 

dispositive issue. Applicant submits that there is evidence contradicting Opposer’s 

allegation. Applicant did engage in sales in both the Dominican Republic and the United 

States prior to filing its U.S. Trademark Application, and Applicant continues to sell 

S.O.B. brand cigars, and has already produced such supporting information and 

documents. 

 

a. § 1(a) Filing Basis 

With respect to Opposer’s challenge to the § 1(a) filing basis stated in the U.S. 

Trademark Application, each of the cases cited in Opposer’s MSJ to support its “void ab 

initio” theory is distinguishable to the present facts.  
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In Aycock, the Court held that the respondents application was void ab initio 

where a service that merely coordinated services between customers and a plane 

chartering service was held to not satisfy the definition of “use in commerce” pertaining 

to the plane chartering service itself. Engineering Inc. v. Airflite Inc., 560 F.3d 1350, 90 

U.S.P.Q.2d (BNA) 1301, 1305 (Fed. Cir. 2009).  

Applicant is not a middleman. Applicant contracts to have its cigars 

manufactured, but it promotes, markets and sells the good. 

 In ShutEmDown, the Board held that an application was void ab initio based on 

nonuse of the mark at the time of filing when applicant failed to provided any evidence to 

corroborate his statement that the mark was used in commerce as noted in his declaration. 

ShutEmDown Inc. v. Lacy, 102 U.S.P.Q.2d (BNA) 1036, 1045 (TTAB 2012). 

 Unlike the Applicant in ShutEmDown, here, Applicant has produced evidence to 

corroborate its statements that the Mark was used in commerce. 

In Clorox, the Board held that applicant’s application was void ab initio based on 

nonuse of the mark at the time of filing where the opposer in that proceeding asked 

applicant the following interrogatory: 

 

“Identify each good or service on which Applicant has used or intends to 

use Applicant’s Mark in the United States” 

 

and applicant responded: 

  

“…Applicant has not yet used the Mark on any product sold in the United 

States. Applicant may use the Mark on equipment and services like Applicant has 

sold outside of the United States; namely, equipment for processes in industry, 

including tanks, filters, hydraulic, centrifugal and diaphragm pumps and 

chlorination units of all capacities.” Clorox Co. v. Salazar, 108 U.S.P.Q.2d 

(BNA) 1036, 1045 (TTAB 2012). (italics added). 

 

 Here, Applicant has used the Mark on its S.O.B. cigars and sold them.  

 

None of the above-cited law applies to the facts of this proceeding.  
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Opposer includes some of the responses and documents produced by Applicant 

but for some reason has omitted documents that were in its possession prior to filing its 

MSJ. Based on the date that Opposer cites as being the date of first use during 2013 and 

date of the first promotional activity (May 3, 2013), it is obvious that Opposer did not 

review all of the documents. See page 4, ¶¶ 1-3. Furthermore, Opposer’s statement that 

promotional messages like “NEW  launch!” serve as evidence of when Applicant fulfilled 

the legal definition for “use in commerce” is absurd.  See page 4, ¶¶ 3. Promotions like 

“launch” or “grand opening” or “debut” are common strategies in business to convey a 

fresh perception to the public. Opposer’s statement that “Applicant could not produce a 

single document that even makes reference to the existence of S.O.B. branded cigars 

before 2013 to support its claim that it used the S.O.B. mark in interstate commerce as of 

February 24, 2012, when it filed its application”, is completely unsubstantiated. See. 

Page 4, ¶4, Page 5¶ 5. 

Applicant has produced invoices, shipping receipts, cancelled checks, and many 

other documents that reference the existence of S.O.B. brand cigars during 2012. See 

page 4, ¶¶ 4. Therefore, there is clearly a genuine dispute of material fact regarding 

whether the U.S. Trademark Application satisfied the § 1(a) Filing Basis. 

 

b. § 44(e) Filing Basis 

 

With respect to Opposer’s challenge to the § 44(e) filing basis stated in the U.S. 

Trademark Application, Opposer cited case law in the MSJ to support its “void ab initio” 

theory that is distinguishable to the present facts.  

In Kallamni, the applicant had a pending foreign application; applicant only had 

proof of an employer and contractual employee relationship with another independent 
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legal entity; and applicant failed to submit to the USPTO any evidence of sales in either 

the foreign territory or in the United States.  

As stated above, Applicant has already provided evidence of sales. Furthermore, 

unlike Kallamni, Applicant is not facilitating to licensees so that the licensee can sell 

goods or shipping to a third party distributor. Instead, Applicant is contracting to 

manufacture the goods and then Applicant sells the goods in the Dominican Republic. 

As further support for Applicant satisfying the § 44(e) Filing Basis, Applicant has 

an organized staff in the Dominican Republic, and it has partnered with people and 

businesses in the Dominican Republic, including Tabaqueria Carbonell CXA, which has 

manufactured and assembled Applicant’s cigars since 2011; and its owner, Jorge 

Francisco Carbonell Farina, personally. See Decl. of Richard B. Jefferson – Exhibit B 

(Paragraph 1 of the Cigar Manufacturing and Sales Agreement states that it is by and 

between Applicant and Jorge Francisco Carbonell Farina…”who is acting personally and 

in his capacity as President”).  

Paragraph II of that agreement also specifies Applicant’s staff member, Jose Rivas, as the 

contract person with Tabaqueria Carbonell CXA and Jorge Francisco Carbonell Farina. 

This constitutes more than just having “a mere office or store house” Ex parte Blum, 138 

U.S.P.Q. (BNA) 316, 317 (Comm’r of Patents 1963). 

c. Failure to meet one or both of the filing basis criteria is not irreparable 

Arguendo, if the U.S. Trademark Application does not satisfy the requirements 

under § 44(e) filing basis, Opposer presents no authority, including statutory law or case 

law, to support its assertion that Applicant’s application is irreparably void ab initio. 

With respect to amending an application’s filing basis in general, §2.133(a) states: 

“An application subject to an opposition may not be amended in substance nor 

may a registration subject to a cancellation be amended or disclaimed in part, except 
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with the consent of the other party or parties and the approval of the Trademark Trial 

and Appeal Board, or upon motion granted by the Board.” (italics added). 37 CFR 

§2.133(a). During an inter partes proceeding, § 2.133(b) states: If, in an inter partes 

proceeding, the Trademark Trial and Appeal Board finds that a party whose application 

or registration is the subject of the proceeding is not entitled to registration in the 

absence of a specified restriction to the involved application or registration, the 

Trademark Trial and Appeal Board will allow the party time in which to file a request 

that the application or registration be amended to conform to the findings of the 

Trademark Trial and Appeal Board, failing which judgment will be entered against the 

party. (italics added). 37 CFR § 2.133(a); TBMP §514. 

Thus, Applicant’s U.S. Trademark Application is not irreparably void ab initio if 

it does not meet the filing basis requirements. Since there is no priority issue in this 

proceeding, the Board may be more willing to grant a motion to amend an improper filing 

basis. 

 

ii. A Genuine Dispute Exists As To Whether Applicants Sales Constitute 

“Use In Commerce” 

 

a. Statutory Interpretation 

 

The term ‘use in commerce’ means the bona fide use of a mark in the  

ordinary course of trade, and not merely to reserve a right in a mark.” 15 U.S.C. § 1127. 

Furthermore, a trademark is in use in commerce on goods when “(A) it is placed in any 

manner on the goods or their containers or the displays associated therewith … or if the 

nature of the goods makes such placement impracticable, then on documents associated 

with the goods or their sale, and (B) the goods are sold or transported in commerce.” Id. 

A mark shall be deemed to be "abandoned" if either of the following occurs: 
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When its use has been discontinued with intent not to resume such use. Intent not to 

resume may be inferred from circumstances. Nonuse for 3 consecutive years shall be 

prima facie evidence of abandonment. "Use" of a mark means the bona fide use of such 

mark made in the ordinary course of trade, and not made merely to reserve a right in a 

mark.” Id. 

 Opposer has sold cigars since 2011 in both the Dominican Republic and United 

States. See Decl. of Richard B. Jefferson – Exhibits A, B, and C. Whether the amount of 

sales is sufficient to constitute “use in commerce” as it is defined by statute and case law 

is a material fact. Furthermore, Applicant has not abandoned the Mark since there has not 

been a lapse of 3 consecutive years between sales, and Applicant’s sales fit within the 

definition of “use” stated above.  

 b. Case Law Interpretation 

Courts have also found “use” in absence of actual sales. The court in Application 

of Marriott Corporation held that “the terms of the statute are met if the mark is placed 

“in any manner” on the “displays associated” with the goods. Application of Marriott 

Corp., 459 F.2d 525, 526 (C.C.P.A. 1972). The holding in Application of Marriot is 

supported by the court in Chance v. Pac-Tel Teletrac. There the court held that the 

totality of the circumstances test should apply in defining the term “use”. The court noted 

that “[f]or both goods and services, the “use in commerce” requirement includes (1) an 

element of actual use, and (2) an element of display. Chance v. Pac-Tel Teletrac Inc., 242 

F.3d 1151, 1159 (9th Cir. 2001). The important factor to consider in determining whether 

an applicant has the required standard for use was addressed in Gen. Healthcare Ltd. v. 

Qashat. There the court held that “[t]he requirement for public awareness of the mark is a 

consistent theme… . Transportation in commerce generally constitutes a ‘use’ without a 

sale as long as the use is ‘open and notorious' and before potential customers. Gen. 
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Healthcare Ltd. v. Qashat, 254 F. Supp. 2d 193, 200-01 (D. Mass. 2003) aff'd, 364 F.3d 

332 (1st Cir. 2004). 

Applicant has not sold a substantial amount of goods but when looking at the 

totality of the circumstances as the court in Chance v. Pac-Tel Teletrac holds, all of the 

marketing, promotion and advertising that Applicant has done since 2011 enhances the 

existing sales.  

 

C. The Board Has The Authority to Grant Summary Judgment in Favor of the 

Nonmoving Party  

If the Board concludes, upon motion for summary judgment, that there is no 

genuine issue of material fact, but that it is the nonmoving party, rather than the moving 

party, which is entitled to judgment as a matter of law, the Board may, in appropriate 

cases, enter summary judgment sua sponte in favor of the nonmoving party. Accu 

Personnel Inc. v. Accustaff Inc., 38 USPQ2d 1443, 1446 (TTAB 1996); Tonka Corp. v. 

Tonka Tools, Inc., 229 USPQ 857 (TTAB 1986); Visa Int’l Serv. Ass’n v. Life Code Sys., 

Inc., 220 USPQ 740, 744 (TTAB 1983); Crocker National Bank v. Canadian Imperial 

Bank of Commerce, 223 USPQ 909 (TTAB 1984).  

III. CONCLUSION 

 Opposer has failed to demonstrate an absence of a genuine dispute as to any 

material fact, or an issue of material fact. Further, given that the evidence must be viewed 

in a light favorable to Applicant, and all reasonable inferences are to be drawn in its 

favor, summary judgment is not appropriate here. Opposer has also failed to assert facts 

that even if undisputed would entitle it to judgment as a matter of law.  

As such, Applicant respectfully requests that the Board deny Opposer’s motion. 

Further, Applicant requests that the Board enter summary judgment sua sponte in favor 

of Applicant.  
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Dated: June 27, 2014    Respectfully submitted, 
 

M.E.T.A.L. LAW GROUP, LLP 
Attorneys for Brooks Entertainment, Inc., 
“Brooks” 

 
 

By:             /Richard B. Jefferson/ 
        Richard B. Jefferson, Esq. 
         
        M.E.T.A.L. Law Group, LLP 

Museum Square 
        5757 Wilshire Blvd., PH 3 
        Los Angeles, CA 90036 
        T: (323) 289-2260, ext. 102 
        F: (323) 289-2261 
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CERTIFICATE OF SERVICE 
 

 I hereby certify that a true and complete copy of the foregoing APPLICANT’S 
RESPONSE TO OPPOSER’S MOTION FOR SUMMARY JUDGMENT was served via 
U.S. Mail, postage prepaid, on this 27

th
 day of June 2014, upon the attorney of record for 

Opposer: 
 

Antony J. McShane 
Neal, Gerber & Eisenberg, LLP 
2 North LaSalle Street, Suite 1700 
Chicago, Illinois 60602 

 
  
 

By: /Richard B. Jefferson/ 
Richard B. Jefferson  
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DECLARATION OF RICHARD B. JEFFERSON 
 

I, Richard B. Jefferson, declare and state as follows: 
 

I am an attorney and partner at M.E.T.A.L. Law Group, LLP, counsel of record 

for Applicant Brooks Entertainment, Inc., and hereby declare as follows: 

1. Exhibit A attached hereto is a true and correct copy of documents 

produced by Applicant related to payment for sales and promotional activities during 

2011. 

2. Exhibit B attached hereto is a true and correct copy of documents 

produced by Applicant related to payments for sales and promotional activities during 

2012. 

3. Exhibit C attached hereto is a true and correct copy of documents 

produced by Applicant related to payments for sales and promotional activities during 

2013. 

4. Exhibit D attached hereto is a true and correct copy of documents 

produced by Applicant related to Applicant’s activities in the Dominican Republic. 

I declare under penalty of perjury under the laws of the State of California and the 

United States of America that the foregoing is true and correct to the best of my 

knowledge. 

 

Dated: ____________________   ____________________ 

       Richard B. Jefferson 

 

SEE SEPARATE ATTACHMENT 




























































































































































